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DETAILED ACTION 



1 . This action is responsive to communications: Application filed March 29, 2001 
with acknowledged foreign priority date September 28, 2000 and I.D.S. filed April 16. 
2001. 

2. Claims 1 -1 1 are pending in the case. Claims 1 , 3, 9-1 1 are independent claims. 



Specification 



3. The disclosure is objected to because it contains an embedded hyperlink and/or 
other form of browser-executable code. For example on page 2, line 4, 
"http://www.w3.org/TR/REC-xmr'. Applicant is required to delete all embedded 
hyperlinks and/or other forms of browser-executable code. See MPEP § 608.01 . 



Claim Rejections - 35 USC § 102 



The following is a quotation of the appropriate paragraphs of 35 U.S.C. 102 that 
form the basis for the rejections under this section made in this Office action: 

A person shall be entitled to a patent unless - 

(e) the invention was described in (1) an application for patent, published under section 122(b), by 
another filed in the United States before the invention by the applicant for patent or (2) a patent 
granted on an application for patent by another filed in the United States before the invention by the 
applicant for patent, except that an international application filed under the treaty defined in section 
351 (a) shall have the effects for purposes of this subsection of an application filed in the United States 
only if the international application designated the United States and was published under Article 21 (2) 
of such treaty in the English language. 
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4. Claims 1-2, 9-1 1 are rejected under 35 U.S.C. 102(e) as being anticipated by 
DeRose et al. (U.S. Patent 6105044). 

Regarding independent claim 1, DeRose discloses a converting apparatus, 
comprising: 

• a document inputting device inputting information of a structured document that 
is written with a set of hierarchical elements, and composed of a plurality of 
records each including one element or more (col. 7, lines 60-67; col. 8, lines 1-6 
- as demonstrated in the cited text, a "document inputting device" inputs a 
document that is written with a set of hierarchical elements and composed of 
"records" and elements); 

• a joining device generating a new element by joining contents of elements 
relatively at a same position among two records or more of the structured 
document (Figures 3 & 6; col. 12, lines 24-54; col. 18, lines 33-55 - as 
demonstrated in the figures and cited text, "a joining device" generates a new 
element at a same "position" among two "records" of the document); 

• a generating device generating a new record that includes the new element and 
inherits a relative position relationship of elements in the two records or more 
(Figures 3 & 6; col. 1 1 , lines 10-46 - as demonstrated in the figures and cited 
text, a "generating device" generates a new "record" including the new element 
and "inheriting a relative position relationship" of elements in two "records"); 
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• a converting device converting the structured document by replacing the two 
records or more with the new record (col. 18, lines 44-55 - as demonstrated in 
the cited text, a "converting device converts" the document by replacing two 
"records" with the new "record"); 

• document outputting device outputting the structured document after being 
converted (col. 17, lines 56-58; col. 18, lines 44-55 - as demonstrated in the 
cited text, a "document outputting device" outputs the document after being 
"converted"). 

Regarding dependent claim 2, DeRose discloses the converting apparatus according 
to claim 1 further comprising: 

• a key inputting device inputting a search key (col. 13, lines 34-37; col. 15, lines 
29-35 - as demonstrated in the cited text, a "key inputting device" inputs a 
search "key"); 

• searching device searching the structured document after being converted with 
the search key, extracting a character string corresponding to a position of a 
detected character string from contents of an element in a certain record when 
the character string corresponding to the search key is detected from contents of 
another element in the certain record, restoring a record before being converted, 
which includes the search key, from the detected character string and the 
extracted character string, and outputting the restored record as a search result 
(col. 13, lines 34-37, 47-67; col. 14, lines 1-48; col. 17, lines 60-62 - as 
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demonstrated in the cited text, a "searching device" searches the "converted" 
document, extracts a character string corresponding to a position of a detected 
character string from contents of an element in a "record" when the character 
string corresponding to the search "key" is detected from contents of another 
element in the "record", restores a "record" before being "converted" from the 
detected character string and the extracted character string, and outputting the 
restored "record as a search result"). 

Regarding independent claim 9, the claim reflects the process of generating a new 
element, a new record and converting the document as claimed in claim 1 and is 
rejected along the same rationale. 

Regarding independent claim 10, the claim reflects the program causing the computer 
to perform generating a new element, a new record and converting the document as 
claimed in claim 1 and is rejected along the same rationale. 

Regarding independent claim 11, the claim reflects a converting apparatus inputting a 
document, generating a new element and a new record, converting the document and 
outputting the document as claimed in claim 1 and is rejected along the same rationale. 



Claim Rejections - 35 USC § 103 
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The following is a quotation of 35 U.S.C. 103(a) which forms the basis for all 

obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set 
forth in section 102 of this title, if the differences between the subject matter sought to be patented and 
the prior art are such that the subject matter as a whole would have been obvious at the time the 
invention was made to a person having ordinary skill in the art to which said subject matter pertains. 
Patentability shall not be negatived by the manner in which the invention was made. 

5. Claims 3-4 and 6-8 are rejected under 35 U.S.C. 103(a) as being unpatentable 
over DeRose et al. (U.S. Patent 6105044) in view of Ardoin et al. (U.S. Pub. No. 
20020099684). 

Regarding independent claim 3, DeRose discloses a "document inputting device" 
inputting information of a structured document written with set of hierarchical elements 
(col. 7, lines 60-67; col. 8, lines 1-6). 

DeRose further discloses a "storing device" storing the information of the 
structured document (col. 7, lines 22-26). 

DeRose further discloses a "joining device" generating a plurality of new 
elements by joining, as "synthesis targets," content of each element included in a "first 
combination" of elements that successively exist side by side in a level immediately 
below a certain element and have a same element name, and content of each element 
included in a "second combination" of elements that have a same element name in a 
certain level lower than the elements of the first combination, elements in each level on 
a "route" from the elements of the "first combination" to the certain level having a same 
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element name, in the structured document (Figures 3 & 6; col. 12, lines 24-54; col. 15, 
lines 20-24; col. 16, lines 45-56; col. 18, lines 33-55; col. 21, lines 6-10). 

DeRose further discloses a "generating device" generating a "synthesized 
substructure" that includes the plurality of new elements, and inherits a "relative position 
relationship" of original elements among the plurality of new elements (Figures 3 & 6; 
col. 11, lines 10-46). 

DeRose further discloses a "deleting device" deleting an unnecessary original 
Element (col. 10, lines 9-16). 

DeRose further discloses a "converting device converting" the structured 
document into a structured document of a "synthetic type" configured by a "synthesized 
substructure" by using "said joining device, said generating device, said duplicating 
device and said deleting device" (col. 18, lines 44-55). 

DeRose further discloses a "document outputting device" outputting the 
structured document of the "synthetic type" (col. 17, lines 56-58; col. 18, lines 44-55). 

DeRose does not teach a duplicating device generating a duplication of an 
unjoined element below a new element included in a synthesized substructure 
generated from an element higher than the unjoined element. Ardoin discloses a 
"duplicating device" generating a "duplication" of an element below another element 
included in a "structure" (p. 36, para. 573). It would have been obvious to one of 
ordinary skill in the art, having the teachings of DeRose and Ardoin before him at the 
time the invention was made, to modify a converting apparatus taught by DeRose to 
include generating a duplication of an element as taught by Ardoin, because generating 
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a duplicate unjoined element would allow for two copies of the sanne element so that if 
changes are made to one, such as joining it with another element, the original element 
would still be available if needed. 

Regarding dependent claim 4, DeRose discloses "generating device" generates the 
"synthesized substructure" if a combination of elements that successively exist side by 
side and have a same element name in two levels or more on the "route" to the certain 
level is not found (col. 1 1 , lines 43-62). 

Regarding dependent claim 6, DeRose discloses "joining device" generates contents 
of the new elements by inserting a delimiter between the two "joined" contents (col. 1 1 , 
lines 43-49). 

Regarding dependent claim 7, DeRose discloses "joining device consecutively" 
inserts the delimiter in the contents of new elements if content of an elennent which 
becomes the "synthesis target" is "lacking" (col. 10, lines 65-67; col. 11 , line 1). 

Regarding dependent claim 8, DeRose discloses a "key inputting device" inputting a 
search "key" (col. 13, lines 34-37; col. 15, lines 29-35). 

DeRose further discloses a searching device comparing a character string 
between two delimiters, which is included in contents of elements within the structured 
document of the synthetic type, with a character string of the search key, obtaining an 
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order of a delimiter preceding a character string corresponding to the search key when 
the character string corresponding to the search key is detected from contents of 
elements within a certain synthesized substructure, extracting a character string 
between a delimiter corresponding to the order and a next delimiter in contents of 
another element in the certain synthesized substructure, restoring a corresponding 
portion of the structured document before being converted from the detected character 
string and the extracted character string, and outputting the restored portion as a search 
result (col. 13, lines 34-37, 47-67; col. 14, lines 1-48; col. 18, lines 60-62). 

6. Claim 5 is rejected under 35 U.S.C. 103(a) as being unpatentable over DeRose 
et al. (U.S. Patent 6105044) in view of Ardoin et al. (U.S. Pub. No. 20020099684) and 
further in view of Alam et ai. (U.S. Patent 6336124). 

Regarding dependent claim 5, DeRose does not teach joining device divides the 
second combination of the elements into a plurality of groups each composed of a 
predetermined number of elements, and specifies the synthesis targets based on the 
predetermined number of elements included in each of the groups. Alam discloses 
"joining device" divides combinations into a plurality of groups composed of a 
"predetermined number of elements" (col. 15, lines 56-67; col. 16, lines 1-14). It would 
have been obvious to one of ordinary skill in the art, having the teachings of DeRose 
and Alam before him at the time the invention was made, to modify a converting 
apparatus taught by DeRose to include dividing the combination of the elements into a 
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plurality of groups each composed of a predetermined number of elements as taught by 
Alam, because elements would be divided so that the element could be displayed within 
the display parameter, as taught by Alam (col. 15, lines 65-67; col. 16, lines 1-3). It 
would have been advantageous to one of ordinary skill to utilize such combination 
because the element would be displayed in its entirety upon division so that the user 
would not have to scroll in order to see the whole element. 

Conclusion 

7. The prior art made of record and not relied upon is considered pertinent to 
applicant's disclosure. 

• Method of clustering electronic documents in response to a search query. (U.S. 
Patent 6167397) 

Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to Kristina B. Honeycutt whose telephone number is 571- 
272-4123. The examiner can normally be reached on 8-5:00 Monday-Friday. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Stephen Hong can be reached on 703-308-5465. The fax phone number for 
the organization where this application or proceeding is assigned is 571-272-4124. 

Information regarding the status of an application may be obtained from the 
Patent Application Information Retrieval (PAIR) system. Status information for 
published applications may be obtained from either Private PAIR or Public PAIR. 
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Status information for unpublished applications is available through Private PAIR only. 
For more information about the PAIR system, see http://pair-direct.uspto.gov. Should 
you have questions on access to the Private PAIR system, contact the Electronic 
Business Center (EBC) at 866-217-9197 (toll-free). 
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